STATEMENT UNDER PARAGRAPH 8 

Brief Summary 

Despite (1) reliance on an industry-standard calendaring system; (2) a well- 
established and reliable procedure for processing docketing action items; and (3) 
oversight by a competent and reliable intellectual property attorney who had paid 
hundreds of fee payments, the third maintenance fee for U.S. Patent No. 5,542,662 ("the 
'662 patent") was not paid. Tachikara USA, Inc. ("Tachikara") and the Drinkwater Law 
Offices ("DLO") law firm exercised the care and diligence generally used and observed 
by prudent and careful men in relation to their most important business and relied on 
worthy and reliable employees. Further, the fee address for the '662 patent was incorrect 
at the time the third maintenance fee was due, as the firm then of record, Darby and 
Darby, had moved in 2007, and Darby and Darby apparently failed to update the USPTO 
when it moved and when it ultimately dissolved in 2010. A finding of unavoidable delay 
is necessary in order to avoid an inequitable loss of patent rights. 

The detailed facts as set forth below are supported by Declarations of persons 
personally acquainted with them. Briefly, the DLO law firm was responsible for paying 
the third maintenance fee on the '662 patent as part of its consolidated handling of all 
intellectual property matters for Tachikara. From its inception, the DLO law firm has 
used the well-known Microsoft Outlook calendaring system (and a parallel Microsoft 
Excel spreadsheet system) for tracking fees due for maintaining intellectual property 
assets before the United States Patent and Trademark Office ("USPTO"). The DLO law 
firm also had a capable, trained employee that was responsible for creating and 
overseeing the docket and files. The employee followed established procedures for 
ensuring that items were properly entered in the docketing system, and that reminders for 
filing fees were distributed to the responsible attorney. The responsible attorney also 
ensured that action items and due dates were met. 

In this case, the responsibility for paying the third maintenance fee for the '662 
patent was, ultimately, that of Ms. Bonnie Drinkwater, the principal attorney for the '662 
patent and other Tachikara intellectual property matters. The due date for the '662 
patent's third maintenance fee payment was never entered into the calendaring system by 
Ms. Drinkwater's then paralegal, Ms. Cindy Hill. Ms. Hill had worked at the DLO law 



firm since 2002 and was a competent and reliable employee. DLO filed with the USPTO 
an assignment for the '662 patent on behalf of Tachikara. The assignment was recorded 
and included the address of the DLO law firm at that time, which was 6490 S. McCarran 
Blvd., Suite B-1 5, Reno, NV 89509. 

A current investigation of the records of the USPTO shows that the USPTO on 
September 1, 2008, sent a notice of patent expiration for the '662 patent to Darby and 
Darby at the address of 805 Third Avenue, New York, NY 10022 (EXHIBIT X). Darby 
and Darby, however, had moved to 7 World Trade Center, 250 Greenwich St., New 
York, NY 10007-0042 on May 28, 2007 (EXHIBIT Y). Darby and Darby subsequently 
dissolved as a law firm in 2010, within the twenty-four months from expiration during 
which a petition to accept delayed payment for unintentional could have been filed 
(EXHIBIT Z). Leason Ellis LLP, with whom Tachikara was not engaged for legal 
services, subsequently and inexplicably filed a change of fee address for the '662 patent 
with the USPTO on April 22, 2010 (still within the twenty- four month period), but 
apparently failed to recognize that the '662 patent was expired at the time, and failed to 
contact either DLO (the correspondence address of record) or Tachikara. Neither 
Tachikara nor DLO received any correspondence from either the USPTO, or Darby and 
Darby, or Leason Ellis, with respect to the expiration of '662 patent. Therefore, there was 
no reason for Ms. Drinkwater or for any other reasonably prudent person under these 
circumstan ces, to examine the '662 patent file itself to confirm payment of the third 
maintenance fee or otherwise question the status of that patent. 

The first time Tachikara and the DLO law firm became aware of the missed 
payment was on March 24, 201 1, when Ms. Drinkwater discovered the expiration of the 
'662 patent. Immediately, Tachikara sought counsel to investigate the non-payment. 

Thus, despite (1) reliance upon a reliable computer calendaring system, (2) a well- 
established and reliable procedure for processing docketed action items, and (3) oversight 
by a competent and reliable intellectual property attorney who had paid hundreds of fee 
payments, the third maintenance fee for the '662 patent was not paid. Further, the failures 
of Darby and Darby and Leason Ellis to recognize the error in the fee address make the 
failure to provide the maintenance fee payment unavoidable under the appropriate 
USPTO standards, Ms. Drinkwater had no reason to doubt that the '662 patent had been 



properly docketed in the DLO law firm's calendaring system and the USPTO did not 
generate reports or notices to DLO indicating otherwise. 

Once Tachikara became aware of this issue, counsel was immediately consulted. 
After the matter was investigated and evidence gathered, this Petition was promptly- 
prepared and submitted. 

It is respectfully submitted that the present petition should be granted. 

Ajj^licable^Le^ 

Pursuant to 35 U.S.C. 41(c)(1): 

The Direct or may accept the payment of any maintenance 
fee required by subsection (b) of this section ... after the 
six-mother grace period if the delay is shown to the 
satisfaction if the Director to ha ve been unavoidable. 

Decisions on reviving abandoned applications, or reinstating patents, on the basis of 

"unavoidable" delay have adopted the reasonably prudent person standard in detemiining 

if the delay was unavoidable: 

The word 'unavoidable' is applicable to ordinary human 
affairs, and requires no more or greater care or diligence 
than is generally used and observed by prudent and careful 
men in relation to their most important business. It permits 
th em in the exercise of this care to rely upon the ordinary 
and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and 
instrumentalities as are usually employed in such important 
business. If unexpectedly, or through the unforeseen fault 
or imperfection of these agencies and instrumentalities, 
there occurs a failure, it may properly be said to be 
unavoidable, all other conditions of promptness in its 
rectification being present. 

In re Mattullath . 38 App. D.C. 497,514-15 (1912)(quoting Ex pane Pratt, 1887 Dec. 

Com'r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552 (D.D.C. 

1963), affd, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henoch . 1913 Dec. Comm'r Pat. 

139, 141 (1913). 

Given the facts above and the definition of "unavoidable", the Petitioner 
respectfully submits that it has made a clear showing that the failure to pay the second 
maintenance fee for the '216 patent was unavoidable and therefore has met its burden. 
Initially, the DLO law firm has exercised great care and diligence consistent with how 



"prudent and careful men [act] in relation to their most important business". The DLO 
law firm has an established and well run docketing system and has taken the due care 
necessary to insure that ail maintenance fees were paid. The DLO law firm handled the 
payment of the second maintenance fee for the '216 patent in the same fashion as it does 
for other maintenance fees. Further, in accordance with its exercise of care, the DLO law 
firm relied upon a worthy and reliable employee who had not previously given any cause 
not to be trusted or to not perform her requisite duties in a proper manner. See, California 
Medical Product, Inc. v. Tecnol Medical Products, Inc., 921 F. Supp. 1219 (D. Del. 1995) 
(incorrect payment date docketed); Laerdal Medical Corp. v, Ambu., Inc. , 87 F.Supp. 255 
(D. Md. 1995) (secretary to patent attorney docketed an incorrect maintenance fee due 
date). 

Remarks 

There is no reason that the DLO law firm can find for the fact that the third 
maintenance fee for the '662 reissue patent was not paid. The matter was discussed 
between Ms. Drinkwater and Ms. Hill and Ms. Hill assured her that the DLO's files had 
been updated as requested by Ms. Drinkwater. Why Ms. Hill did not enter the third 
maintenance fee for the '662 patent is unknown. In any event, the third maintenance fee 
was not paid despite Tachikara's taking all reasonable and prudent steps to engage the 
DLO law firm to care for all of its intellectual property matters, including with the respect 
to the '662 patent that the DLO law firm helped Tachikara acquire, the DLO law taking 
all reasonable and prudent steps to make sure docketed items were recorded, noticed and 
taken care of, and having competent and trained staff to administer them. 

Further, an outside party, Leason Ellis, after the dissolu tion of Darby and Darby, 
inexplicably made itself the fee address of record for the '662 patent in a manner that 
could not have been detected by Tachikara or DLO law firm. Neither Darby and Darby 
nor Leason Ellis informed Tachikara or DLO law firm of the expiration of the '662 
patent, and it is not clear that they knew. 

The failure to pay the third maintenance fee was thus unavoidable and the '662 
patent should be reinstated. There was no reasonable way that the Petitioner, the DLO 
law firm, or any reasonable attentive and prudent person would have realized that the 



third maintenance fee for the '662 patent had not been paid. Only through an unavoidable 
set of circumstances, beyond the Petitioner's control, was that third maintenance fee not 
paid. Further, only through an unavoidable set of circumstances, involving the dissolution 
and inexplicable in volvement of outside law firms beyond the Petitioner's control, was 
the Petition unable to submit a petition to reinstate for unintentional delay within the 
required twenty-four month period for filing such. No one affiliated with the '662 patent 
could have learned of its expiration or had reason to question its status, until March 24, 
2011. 

ConeUsssog 

The present situation is one where the expiration of the '662 patent was truly 
unavoidable. Thus, the Petitioner respectfully submits that its Petition to Accept the Late 
Maintenance Fee must be granted. 
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A national association of law firms that devote a majority of their 
practice to patent law 

Darby & Darby move 

Issue 2007/17 j Thursday, May 31st, 2007 
Dear Clients and Friends: 

Our New York office moved to its new home at 7 World Trade Center. Please see the details on the 
announcement below. 

We hope you will have the opportunity to visit us in our new office soon. 
Andrew Baum 
Managing Principal 
DARBY & DARBY P.C. 



Darby and Darby announcement 



The information contained in this alert is provided for informational purposes only and does not represent legal 
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Earlier today Darby & Darby, one of the oldest intellectual property boutique firms in the | j 
United States, announced that they are dissolving. The announcement, which seems to have come without 
much warning, confirms rumors that started swirling last night that an abrupt end was near for the firm that 
has been in business since 1895. Darby & Darby has offices in New York, Seattle, Washington DC, Palm 
Beach Gardens and Frankfort. Details remain murky, and no one seems to know exactly when the doors will 
be shuttered, but here is the text of the announcement: 



It is with a heavy hear! thai ws announce that after more than 100 years in continuous operation, Darby & Darby 
mil begin the process of winding down the firm in anticipation of an orderly dissolution. While we continue to have 
exceptional clients, from individual inventors to Fortune Global 500 Companies, and remain profitable, many of 
the factors frequently cited in demise of other firms' have made a similar impact on us. 



So why would Darby & Darby elect for an orderly dissolution when they have clients many firms and 
attorneys would love to have and they remain profitable? It is unclear, but the reference to the factors cited 
in the demise of other firms does provide some clues. Increasingly the IP boutique firm is disappearing. 
The first sign of trouble is the mass exodus of attorneys who leave to go to another large firm that has or 
wants to develop an intellectual property department. 

It seems it is increasingly difficult for large IP boutiques to compete in a world where full service mega-firms 



continue to grow and are capable of providing one-stop-shop services to meet all the needs of a client. 
This seems to be true of Darby & Darby as well, and if what they say can be taken at face-value, it seems 
that the decision to dissolve was made prior to the acceleration of a downward spiral. Perhaps Darby & 
Darby just wanted to go out on their own terms, rather than as a result of mounting financial pressure. 

According to the homepage of Darby & Darby, the firm describes itself as follows: 

: Darby & Darby, P. C. is a full-service intellectual property law firm. As one of the oldest intellectual property firms 
\ in the world, we have long been an important player in pioneering and precedent-setting IP matters. Our attorneys 
\ hold advanced technical degrees and have distinguished academic credentials. We are intellectual property 
\ strategists, counseling our clients on how to maximize the value of their patents, trademarks, copyrights, and 
\ trade secrets. 

There is no doubt that Darby & Darby has been a major player in the intellectual property world for a very 
long time, and while it is never easy to see the dissolution of such a venerable name, and even harder to 
watch our friends and colleagues go through the associated stress of such a closing, in time the industry 
will absorb the attorneys and support staff and the industry will proceed onward. At a time with such 
economic upheaval, such a loss could find many looking for work longer than usual though. 

Over the last 6 to 12 months there have been a variety of anecdotal reports that business is down 
everywhere all across the board. The industry-wide data in terms of patent filings at the United States 
Patent and Trademark Office do not bear out the level of industry decline that many speak of. I have no 
doubt that those who report such a decline are accurately reporting what they are seeing, but the numbers 
across the industry, at least on the patent side, do not tell the same story. In fact, fiscal year 2008 saw a 
record number of patent applications filed at the USPTO, and while down for fiscal year 2009, FY 2009 saw 
more patent applications filed than any other year except for FY 2008. Reports emanating from the 
campus of the USPTO suggest that so far FY 2010 is ahead of the predicted pace, and if Congress would 
allow the USPTO to keep all of its revenues in FY 2010 the $200 million hole may fill itself simply due to 
increased filings over projections. So something is not adding up. 

It seems that there is a major reconfiguration within the patent law community. S know large firms that have 
patent departments that have an extraordinarily large amount of business that continues to grow despite 
what many might call exorbitant hourly rates. I also know many small firms that are also seeing a large 
increase in business, and some of the patent searchers I talk to tell me they see the same. So why then 



are some reporting extraordinary decreases in business? 



In the past I have opined that the days of the mahogany table, marble floor law firms is gone. I think that is 
too simplistic though. It seems that there is a growing tale of three sectors of the industry. There are those 
that cater to independent inventors primarily and offer extremely low price points. There are those that 
cater to entrepreneurs and small businesses primarily and offer a price point much higher than 
independent inventor prices, but substantially lower than large firm prices. Then there are those who 
primarily cater to well established corporations with large intellectual property portfolios. It seems that in 
this higher end segment the large IP boutique firms simply can no longer compete with the large mega-firms 
that can handle anything a Fortune 1000 clients walks in with as an issue. So it seems to me that where the 
squeeze is coming, and where the stories of dramatic decline are most prevalent, are in the once dominant 
large IP boutique firms, such as Darby & Darby. 

Even this analysis, however, likely over-simplifies matters. One thing I have come to realize through my 
career is the legal IP industry is rarely constant. Yes, the longevity of the large IP boutiques masked the 
dynamic nature of the legal IP industry for a very long time, but attorneys are always on the move it seems. 
For some time there has been a revolving door at IP firms, particularly patent firms. Large firms work many 
associates like slaves and eventually they move on to greener pastures, whether that be in house or out on 
their own where they can make more money and work half the hours. Head hunters are always looking for 
candidates to serve up to large firms, at least before this last recession anyway. The calls from head 
hunters are a part of the industry and if you are looking out for yourself and your family you might just take 
a better offer, which is certainly anything but unheard of. So there has always been turmoil within the 
industry, but never before has it been so obvious in light of the number of old and well regarded IP 
boutiques that have gone under over the last decade. 
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Gene Qujnn is a US Patent Attorney, law professor and the founder of IPWatchdog.com . He is also a 
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as a patent attorney is in the area of strategic patent consulting, patent application drafting and patent 
prosecution. As an electricai engineer by training his practice primarily focuses on software, computers and 
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1 . patent leather Search 13th, 2010 2:14 am 

Those who previously predicted the demise of the small to mid sized IP boutiques were flat 
wrong. With companies cutting their legal budgets, the huge overhead at the big firms (both 
IP and general) means partners with billing rates of $400+. Darby & Darby is (was?) a great 
firm, but can they really write a better patent application than a competent lawyer at a smaller 
firm? My answer is, generally speaking, no. I already see lots of work being sent to smaller 
firms and I think the trend will continue. 

2. old curmudgeon ^arch 13th, 2010 1:07 pm 

It seems bizarre to have now outlived, just in the past few years, several of the most famous 
patent law firms of our patent law youth, the prestige leaders in IP litigation for so many 
generations. [Besides Darby & Darby, it has been Pennie & Edmonds; Fish & Neave; 
Morgan & Finnegan; and Kenyon & Kenyon, as I recall? All in NYC?] 
[Of course many [but by no means all] former partners and associates have been absorbed 
into giant GP law firms [which no longer refer any client IP work out to specialized IP firms 
unless the clients do it themselves], 

I believe that this is further exacerbating a great divide between PTO practice and patent 
litigation, in which fewer and fewer attorneys doing patent litigation seem to have ever had 
any working knowledge of what goes on in the PTO in obtaining patents, and don't care as 
long as they can produce enough litigation billing hours to meet the ravenous billing demands 
needed to retain their jobs in those giant impersonal businesses of 1000 or more attorneys. 
This trend of patent litigation by those who have never practiced before the PTO or even the 
CAFC does always not bode well for clients who need, for example, reexaminations, 
reissues, Board appeals, CAFC appeals, etc. While, on the other hand, most of those now 
preparing and prosecuting patent applications these days have not had any direct litigation 
experience and too often lack appreciation of how their PTO work may affect their patents if 
they are ever litigated, and are now often [unlike litigators] under severe cost constraints 
precluding adequate training, supervision or review. Many of the patents now being obtained 
as cheaply as possible will never be infringed or otherwise be fit for litigation, except from 
conciencious senior members of low overhead small firms. 

3. Jerry Stanton Search 18th, 2010 4:13 pm 

I'm not sure if I believe Darby was done in by competition from full service firms, which is the 
premise underlying Gene's conclusion of the beginning of the end of the boutique patent 
firms catering to corporate patent work. I recall reading of a large and storied general 
practice firm in San Francisco that closed up shop last year. They'd gotten into the habit of 
taking a loan to pay bonuses and oeprating expenses at the beginning of their fiscal year, 



which in recent years took them 9+ months to pay off. As the economy tanked a few partners 
got cold feet and left, too many, which violated the terms of the loan. The bank called it in, 
even more partners left, the firm couldn't pay and had no choice but to close their doors. 
Now I have no idea whether Darby was so boneheaded as to pay bonuses out of a loan and 
my own bias is that a boutique patent firm is likely a bit more conservative cash-wise than the 
average large GP firm, but apparently partners have been leaving Darby over the past few 
years. The business of lawyering is relationship based and each partner has a good shot at 
taking his own clients and a few extras with them when they leave. A few of those defections 
and any firm would be in dire cash straights trying to manage high-dollar asssociate payroll 
while keeping some consistency for remaining clients. 

Why those Darby parners left I think is the key to why Darby's closed up. I've seen Darby's 
NYC rates and they didn't leave because they could bill much higher from the offices of a 
general practice firm. Maybe the GP firms saw it was easier to expand by pirating talent with 
thier own book of business from Darby than by organically growing it themselves, or maybe 
the defecting partners saw some writing on the wall early on. Whatever the reason, I think the 
evidence is not in to conclude that Darby is closing because corporate America/Europe 
wants one stop legal shopping. 

4. OldTimer March 17th, 2010 5:59 pm 

Darby is folding for the same reason that all the other Bigtiques have folded. The money in 
this business is in litigation, not prep/pros. Their litigators have been leaving to go to big GP 
firms where they can build a bigger empire and make more money. Every time a litigator 
leaves the high-margin litigation part of the pie shrinks and the low-margin prosecution part 
of the pie grows. The last time I checked Darby had 40 some lawyers and 20 some patent 
agents. You can't run a NY law firm with those kinds of numbers. 

5. Another Old Timer jVlarch 20th, 2810 4:88 pm 

I agree fully with what Old Timer writes: "Darby is folding for the same reason that all the other 
Bigtiques have folded. The money in this business is in litigation, not prep/pros." 
I was in contact with Darby & Darby way back in 1984, when it had its offices at the 
prestigious Chrysler Building in Manhattan. I was then a patent attorney for a European 
corporation that entered the US markets that year through a joint-venture deal with a big 
consumer electronics outfit in the US. Darby's professionals helped us admirably in our 
search for possible patents infringements. I found their services helpful, while at the same 
time being very friendly and cordial. This old venerable IP boutique combined 
professionalism with a touch of warm personal service- a rare quality in present day mega- 
law firms, who are more interested in milking their clients with a $400+/hr rate, than in 
offering a warm human touch to the rather boring patents business. 

With an ongoing boom and explosion of patents litigation in the US- especially in the mobile 
phones business - it is a pity that old established names like Darby & Darby are vanishing 
from the scene. One would expect that this boom in patents litigation would provide more 
work for patent lawyers with experience in that particular area. Darby really had experience in 
this area. 

Or has the business of patents litigation become so large in volume, that such IP boutiques 
like Darby & Darby simply cannot compete with those big lawPLLs that have 1000+ staff? 



Are lawfirms becoming some kind of "WalMarf ' department stores, that offer you everything 
you need in legal services but without that essential human and personal touch? What a pity! 

6 . s c rewed by I ay we r March 23 rd , 20161 0 : 16pm 

this firm has left many people hanging and did not do a very good job in serving their clients 
near the end at the very least. 
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DECLARATION OF BONNIE D RINKW ATER 
I, Bonnie Drinkwater, do hereby declare and state: 

1 . I am an attorney who has been the principal of Drinkwater Law Offices since 
July 2002. I have personal knowledge of the facts stated herein and can testify competently to 
them if called upon to do so. 

2. Drinkwater Law Offices is a law firm that has been operating since July 2002 in 
the areas of business formation, trademark and copyright law, employment law and real estate 
law. Today, Drinkwater Law Offices handles hundreds of trademark prosecution files. 

3. Tachikara U.S.A., Inc. ("Tachikara") has been a client of the Drinkwater Law 
Offices since about November 1 , 2002, when Drinkwater Law Offices began prosecuting 
several trademark files for Tachikara, 

4. In about July 2004, Tachikara entered into a Purchase and Sale Agreement 
whereby it acquired United States Patent No. 5,542,662 (the "'662 patent"), relating to a sports 
bail and (balloon bladder) production method, and several trademark assets. Drinkwater Law- 
Offices prepared the Purchase and Sale Agreement, 

5. Tachikara engaged Drinkwater Law Offices to handle Tachikara 's intellectual 
property and other business matter needs. 

6. Ms. Cindy Hill was the paralegal at Drinkwater Law Offices who was 
responsible for maintenance of the docketing systems used to ensure ail United States Patent 
and Trademark Office ("USPTO") files were timely maintained. Ms. Hill began work at 
Drinkwater Law Offices on August 4, 2002 and had completed training for Microsoft© 
Outlook® prior to when she was hired. I directly supervised Ms. Hill on her work on the 
USPTO files. For five (5) years she conducted all docketing for Drinkwater Law Offices, 
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7, Drinkwater Law Offices has used two reliable docketing systems for calendaring 
and tracking all relevant dates related to intellectual property prosecution and maintenance with 
the USPTO, including the payment of any fees required to maintain assets in force; Outlook's 
calendar software as well as a Microsoft® Excel®-based spreadsheet system listing renewal 
dates tor each USPTO file. Drinkwater Law Offices has used the Outlook calendaring system 
and the Excel spreadsheet system since 2002. 

8. For calendaring on Outlook, Ms. Hill would type in all filing deadlines for each 
USPTO file, as well as reminders regarding the filing deadlines at the following time 
increments before each deadline: two months, 1 month, two weeks, one week, one day and the 
day of the deadline. Attached hereto is a true and correct copy of the Outlook calendar, 
including filing deadlines for USPTO files, for July 14, 2008 to October 12, 2008 (the oldest 
such calendar records currently available) (EXHIBIT A). Similarly, for the spreadsheet 
system, Ms. Hill would type in all filing deadlines for each USPTO file, as well as reminders 
regarding the filing deadlines at the same time increments as with Outlook. 

9. In response to receiving a reminder from the Outlook system, Ms, Hill would 
cross check the action required with the spreadsheet system and then notify me of the action 
required, I would then take immediate action by contacting the client and informing the client 
of the. action required to maintain the application or registration. With the client's permission, I 
would then timely file the renewal as required. During 2002-2005, 1 was responsible for and 
successfully carried out the timely filing of hundreds of renewals to the USPTO. 

10, In accordance with firm practice, a file was created for the business transactions 
and individual trademark files for Tachikara. However, neither the assignment of the '662 
patent to Tachikara nor a due date for payment of the third maintenance fee for the '662 patent 
appear to have made it into the docketing system. 
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11. In about February 2005, Drinkwater Law Offices filed with the USPTO an 
issignment for the '662 patent on behalf of Tachikara. The assignment was recorded and 
ncluded the address of the Drinkwater Law Offices at that time, which was 6490 S. McCarran 
31vd., Suite B-15, Reno, NV 89509. Attached hereto is a true and correct copy of the Notice of 
Recordation of the Assignment of Patent (EXHIB IT B). 

12. In September 2005, the Drinkwater Law Offices relocated to its current location, 
5421 Kietzke Lane, Suite 100, Reno, NV 8951 1. As part of the move, Drinkwater Law Offices 
iet up procedures designed to ensure that all files it had with the USPTO were updated with the 
iew address information. 

13. In September 2005, 1 verbally instructed Ms. Hill to file change of address forms 
vith the USPTO to update Drinkwater Law Offices' new address for each file and to use the 
ecords saved in the Outlook calendaring and excel spreadsheet system to confirm that each file 
tad been updated. Ms. Hill informed me that she had updated all of the files using the 
iocketing systems. However, the assignment of the '662 patent does not appear to have made 

t into the docketing system. As a result, it does not appear that Ms. Hill filed a change of 
ddress form for the '662 patent. That is the only file Drinkwater Law Offices had with the 
JSPTO that appears to not have been updated with Drinkwater Law Offices' new address. 

14. Drinkwater Law Offices never received a notice of renewal for the '662 patent, 
suspect this is because the USPTO had the old Drinkwater Law Offices' address, and by the 
ime the notice was sent, no forwarding service was operating, 

15. On or about March 8, 201 1, Dann Burke of Tachikara contacted Drinkwater 
-aw Offices regarding assigning the '662 patent pursuant to a provision of the 2004 Purchase 
nd Sale Agreement. It was at that time that I searched the USPTO records and discovered that 
le '662 patent had been abandoned for failure to pay maintenance fees. On March 24, 201 1, 1 
otified Dann Burke the '662 patent had been abandoned. 
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I declare that all statements made herein of my own knowledge are true and that all statements 
made on information and belief are believed to be true; and farther that these statements are 
made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code. 



Dated: June 16,2011 



By;... 



Bonnie Drinkwater 



EXHIBIT A 



July 14 - 
July 20 


July 2008 August 2008 
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Mondav, July l' ; 


Thursday, July 17 


8:00am 8;30am TRADEMARK; Samantha Fleischer: TWO OF YOU 
SERVICES w/ DESIGN: Nevada Mark Renewal 
(08/14/08) 




Tisescicsy, J-jIv 15 


Fddav, July 18 




8:00am 8:30am TM: Straps: 77100200 Statement of Use Due 4/20/9 
8:30am 9:00am TRADEMARK: RetirementStreet: Retirementstreet.com 

{2687858}: Federal Mark Renewal 5th (02/18/08) - 

6th (02/18/09) 




SaUisdav, July 
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July 21 - 
July 27 


July 2003 

5 M T W "■' F S 

6 7 8 9 10 11 12 
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Thursday. Jniv 1A 






Tuesday, July 2? 




Friday, My 25 






Wedr,(-i;clay, July 23 




Saturday; July 26 


8:00am 8:30am Annual Renewal; Carpedlem 

8:00am 8:30am Annual Renewal: Global Studio, Inc, 

8:00am 8:30am Annual Renewal: R/A Profits 

8:30am 9:003m Annual Renewal: Mustang Memories, LLC 

9;00am 9:30am TRADEMARK: Internet Auto; INTERNET AUTO RENT 

& SALES; Oregon Mark Renewal (09/03/08) 
9;30am 10:00am Annual Renewal: Arizona PWP 
10:00am 10:30am Annual Renewal: Movement Based Learning, Jnc, 
11:00am 11:30am Annual Renewal: Smaller Construction-Arizona 










-jlinriw-jij' 2i 







Master Calendar 1 6/8/2011 10:02 AM 



October 27 - 
November 02 


1 > 3 -1 i 
5 6 7 8 9 if) it 2 3 4 5 6 7 8 
12 13 M 55 36 17 IS 9 10 1112 13 14 1? 
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Monday, October 2? 


Ttiufsday^ October '30 


8:00am 8:30am TM: Black Rock Systems, LLC: BLACKROCK 

EVOLUTION (77/092152): Statement of Use Due 
(11/27/08) 


8:00am 9:00am Sinaps; Statement of Use or 2nd Extension is due 
today 

9:00am 9:30am TM: 5inaps: SINAPS, 77100200, Deadline 10/30/08, 
Specimens or 3rd Extension 


Tuesday, October 28 


Riday* October 31 




8:30am 9:00am TRADEMARK; Care Network: EMPLOYERS 

OCCUPATIONAL HEALTH, INC. (2 Classes): State 
Mark Renewal (12/02/08) 


Wednesday, October ?.» 


Saturday. •\ | ov'?mb>:r t.U 


8:00am 8:30am TRADEMARK: EICON: EACCESS LOGO 

(76264790/2645423); Federal Mark Renewal 6th 
(11/05/08) 

8'30am 9 l 00am TRADEMARK: EICON: R1SH SOURCE LOGO 

(76264793/264542-1): Federal Mark Renewal 6th 
(11/05/08) 
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October 20 ™ 




October 26 


i V 3 4 i 
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Monday October 20 


Thursday, Octcu-.T 2.-J 


8:00am 8:30am TRADEMARK: EICON: E EMPLOYERS EMPLOYERS 
INSURANCE GROUP: Nevada Mark Renewal 
(04/20/09) 


8:00am 8:30am Annual Renevvai: Carpediem - Utah 
8:00am 8:30am Annua! Renewal: Carrara Group 
8:00am 8:30am Annua! Renewal: N. NV Regional MLS 
8:30am 9:00am Annua! Renewal: PWP - Bakersfieid 
8;30am 9:00am Annua! Renewal; PWP -Oregon 
8;30am 9:00am Annua! Renewal: SEMSA - CA 
9;00am 9:30am Annual Renewal: Llght+Space 
9:00am 9;30am Annual Renewal: October Sun 
9:00am 9:30am Annua! Renevvai: Robert!, Riley 
9:30am 10:00am Annual Renewal: BSBG, Inc. 
9:30am 10:00am Annual Renewal: ManFu Corp. 

10:00am 10:30am Annual Renewal: Employer Success, Inc. 

10:30am 11:00am Annual Renewal; JLH, inc. 

10:30am 11:00am Annual Renewal: Two Daughters LLC 

11:00am ll;30am Annual Renewal: DA Squared 

11:00am 11:30am Annual Renewal: Demolition Tool, Inc. 

11:30am 12:00pm Annual Renewal; AGC Manufacturing, LLC 

More Items,.. 


Tuesday. October 2i 


Vuds'i October 24 




8:00am 8:30am TRADEMARK: Miiis Lar.e HI: Let's Get It On 

(2220312); Federal Mark Renewal 9th (01/26/06) - 
10th (01/26/09) 


Wedn*3d»fe October 22 


Satn.-dfsy, October 25 




Sunday, Oaob»r ?f 







October 13 - 
October 19 



S M T W T F S 
■ ? j 4 

S C 7 S 9 10 t- 
12 13 14 IS 16 17 18 
19 20 21 22 23 24 25 
2S 2.7 23 2.9 30 31 
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'--Monday, October 13 



8:00am 8:30am TM: Sinaps: 



"Tuesday, Prober 14 



Pndav, Octoh?!..:? 

" T RADEMARK: Nothing To it: NOTHING TO IT (221897 3): FederaiMariJeri 
" 8:00am 8:30am TRADEMARK: Dog Gone Quiite: DOG GONE QUILTS 
(7636.5594/2697477): Federal Mark Renewal 5th 
(03/18/08) - 6th (03/18/09) 
8:30am 9;00am TRADEMARK: EICON: EMPLOYERS INSURANCE 
GROUP (T2301223334): Montana Mark Renews! 
(04/19/09) 

9:00am 9:30am TRADEMARK: EICON: EMPLOYERS INSURANCE 
GROUP (5639920-0190): Utah Mark Renewal 
(04/19/09) 

9:30am 10:00am TRADEMARK; EICON: E EMPLOYERS EMPLOYERS 
INSURANCE GROUP W/DESIGN: Montana Mark 
Renewal (04/19/09) 
10;00am i0;30am TRADEMARK: Neighborhood Mediation Center: 

GOLDEN CHOICES: Nevada Mark Renewal (11/17/08) 



...Wednesd ay, October 15 



Master Calendar 
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October 12 
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Monday. October Os? 


Thursday, October 09 




8:30,3m ?:00i]ro TRADEMARK: EICON 1 E Logo {.'62e4?92/;:6713-?3): 
Federal Mark Renewal 5th (01/09/08) - 6th 
(01/09/09) 


Tuesc^o Oc.tobsr 07 


Friday, October id 


8:00am 8;30am TRADEMARK: Tachlkara: SENSI-TEC 

(76398397/2770968): Federal Mark Renewal 5th 
(10/07/08) - 6th (10/07/09) 


8;00am 8:30am TRADEMARK: Internet Auto Rent & Sales: INTERNE!" 

AUTO RENT & SALES (logo); California Mark Renewal 
(11/10/08) 


Wednesday. October 03 




S.Wam a:30am TWDEMAPK: EICON; EMPLOYERS INSURANCE 

COMPANY OF NEVADA LOGO (7626 -1791/263093'?): 
Federal Mark Renewal 6th (10/08/08) 

8:30am 9:00am TM: MLS: Statement of Use or Extension for the 
MLSTIMATE mark; January 8, 2009: Serial Ho, 
77319904 
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EXHIBIT 



DRSNKWATER LAW OFFICES 



A PROFESSIONAL CORPORATION 



6490 South McCarran Blvd. 

BUiLDING B, SUiTE 15 

Reno NV 89509 



February 8, 2005 



Daim Burke 
Tachikara U.S.A., Inc. 
958 United Circle 
Sparks, NV 89431 

Re: Recordation 

Dear Dann: 

Enclosed is the United States Patent and Trademark Notice of Recordation for Patent No. 
5542662, reflecting the assignment of the patent from Tachikara Co., Ltd, to Tachikara U.S.A., 
Inc. 

If you have any questions regarding the recordation, please feel free to contact me. 



Sincerely, 



DRINKWATER LAW OFFICES 




Bonnie Drinkwater, Esq, 



Enclosure 



Telephone (775) B2B-OSOO 
Fax (775) 828-0858 



United States Patent and Trademark Office 




. for Intellectual Property an 



FEBRUARY 01, 2 005 




PTAS 



DRINKWATER LAW OFFICES 
BONNIE DRINKWATER 
6490 S, MCCARRAN BLVD. 
SUITE B-15 
RENO, NV 89509 



U02805194A* 



UNITED' STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 



THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE 
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723. . 
PLEASE SEND REQUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY, 
SUITE 320, WASHINGTON, D.C. 20231. 



RECORDATION DATE: 08 / 02 /2004 REEL / FRAME : 015629/0245 



BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS). 



NUMBER OF PAGES: 2 



ASSIGNOR: 

TACHIKARA CO . , LTD, 



DOC DATE: 07/01/2004 



ASSIGNEE: 

TACHIKARA U.S.A., INC . 
958 UNITED CIRCLE 
SPARKS, NEVADA 89431 



SERIAL NUMBER : 08355707 

PATENT NUMBER : 5542 662 

TITLE; SPORTS BALL AND PRODUCTION 



FILING DATE; 12/14/1994 
ISSUE DATE: 08/06/1996 
METHOD THEREOF 



P.O. Box 1450, Alexandria, Virginia 22313-1450 -www.uspto.oov 



015629/0245 PAGE 2 



DIANE RUSSELE, PARALEGAL 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 



Schedule 2, 2 (a) 1.1 



08-04-2004 



(TJ to sign) 



Form m>-1595 $ 

(Rev, mm) 

OMB No, 0651-002? (ex'p. 6/30/2005) "j Q2805 1 94 
Tab settings ,g> !=»«=> f. J¥ f f 



To ths Honorable Commissioner of Patents and Trademarks: Please record the attached original documents or copy the 



1, Name of conveying party(ies): 

Additional namR(s) of conveying partydes) attached?r^| 1l 'es [XjNo 



3. Nature of conveyance: 
H%Tj Assignment D Merger 
|~™] Security Agreement O Change of Name 
□ Other. 

Execution Date:.."3uj^J^_^|OC^ 



2. Name and address of receiving partyfies) 

Name: IXj^\}LN^„L)AA,. j LS^L, .. 



Interna! Address: _ 



Street Address: .9..5.S. Jifcin3E&J!!3R&l£_ 



ty£>SfefcK&- State:M2p:^M&L 

name{s) 8 address(es) attached? ["] >"?r< [g] No 



4, Application numbers) or patent number{a): 
if ihis document is being filed together with a new application, the execution date of the application \s:_ 



A. Patent Application No.{s) 



B. Patent No.{s) „,5. t .5.42.,.66 



Adciiiionai numbers attached? 



>, Name ana address of party ie whom wtre&pondence 
coric&ETtlrtg document should be mailed: 



Name:_ OOUH *K . O «.\NKUJ fctESk . . 
Internal Address:Xk:iHi^itr£R-lAlD_.- 
QJESACES 



_£yLLi£_3kr]gL 



8. Total number of applications and patents Involved: [JJ 



[2] Enclosed 

Authorized to be charged to deposit account 



i Deposit account number: 



DO MOT USE THIS SPACE 




Schedule 2.2(a)i 



ASSIGNMENT OF PATENT 



t WHEREAS, Tachikara Co., Ltd., a corporation organized and existing under the laws of 
Japan ("Assignor"), owns that certain patent for a sports ball and (balloon bladder) production 
method thereof invented by Keiji Kouzai and Junichi Tanaka and filed in the United States 
Patent and Trademark Office on December 14, 1994 and which was assigned Patent Number 
5,542,662 (the "Patent"); and 

WHEREAS, Tachikara U.S.A., Inc., a Nevada corporation ("Assignee"), has entered 
into that certain Agreement of Purchase and Sale of Intellectual Property and Patent License with 
Assignor in which Assignor has agreed to sell the Patent to Assignee. 

NOW, THEREFORE, for valuable consideration, receipt whereof is hereby 
acknowledged, Assignor hereby sells, assigns and transfers to Assignee, its successors and 
assigns, the entire right, title and interest for the United States. .and elsewhere throughout the 
world (where such rights may exist onto Assignor), in and to said Patent and inventions related 
thereto, including any and all divisions and continuations thereof, all rights of priority under the 
terms of the International Convention for the Protection of Industrial Property, and any and all 
Letters Patent which may be granted thereon, including any and all renewals, reissues and 
prolongations thereof, with all the rights, powers, privileges, and advantages in any way arising 
from or pertaining thereto, for and during the term or terms of any and all such Letters Patent 
when granted, including any and all renewals, reissues and prolongations thereof, for the use and 
benefit of said Assignee assigns and legal representatives, in as ample and as beneficial a manner 
-tbraltintenls and purposes as said Assignor might or could have held and enjoy<id Wsame-faad— 
this assignment not been made. 

ASSIGNOR; 




Title: President 
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DECLARATION OF DANN BURKE 
I, Dann Burke, do hereby declare and state: 

1 . I have been the President and CEO of Tachikara USA, Inc. ("Tachikara") since 
tKpril 6, 1993. I have personal knowledge of the facts stated herein and can testify competently 
o them if called upon to do so. 

2. Tachikara has been operating since April 6, 1993 and imports and distributes 
nflatable sports balls. 

3. Tachikara has been a client of Drinkwater Law Offices ("DLO") since about 
November 1, 2002, when DLO began prosecuting several trademark files for Tachikara. 

4. In about July 2004, Tachikara entered into a Purchase and Sale Agreement 
vhereby it acquired United States Patent No. 5,542,662 (the "'662 patent"), relating to a sports 
►all and (balloon bladder) production method, and several U.S. and Canadian trademark assets. 
)LO prepared the Purchase and Sale Agreement. 

5. The '662 patent is the only patent that Tachikara has ever owned. I have never 
wned any patents and, with the exception of my involvement with the Purchase and Sale 
Agreement, I have had very little experience with patents. 

6. On September 19, 2007, Tachikara engaged DLO to consolidate the handling of 
II of Tachikara's intellectual property, including the '662 patent and the trademark assets 
cquired in the Purchase and Sale Agreement. This is before the third maintenance fee was due 
y February 6, 2008, or due by August 6, 2008, with surcharge. The engagement letter with 
)LO states "Intellectual Property Matter" as the area of service provided. I understood patents 
'ere included in "Intellectual Property Matters." See the Engagement Letter (EXHIBIT A), 
ee also the letter dated September 1 9, 2007, instructing the transfer of all of Tachikara's 
itellectual Property files from Guild, Russell, Gallagher & Fuller, Ltd. to Drinkwater Law 
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Offices (EXHIBIT B). During my discussions with Bonnie Drinkwater of DLO about 
consolidating my Intellectual Property Matters with DLO, she told me that DLO had a 
calendaring system for monitoring IP renewals. I therefore understood that DLO was taking 
responsibility for tracking in the calendaring system any payments required to maintain in force 
the '662 patent and the trademark assets acquired in the Purchase and Sale Agreement. 

7. In about July 2004, I authorized DLO to file with the United States Patent and 
Trademark Office ("USPTO") a copy of the Purchase and Sale Agreement assigning the '662 
patent to Tachikara. See Recordation Letter from DLO addressed to me, reporting the 
successful recordation and including the Notice of Recordation (EXHIBIT C). 

8. In September 2005, DLO notified me that it was relocating to its current 
location, 5421 Kietzke Lane, Suite 100, Reno, NV 89511 and all services would continue as 
expected. 

9. In October 2006, DLO contacted me regarding the payment due for the second 
10-year renewal of Tachikara's U.S. Trademark Registration No. 1067737 ("TACHIKARA") 
in International Classes 025 and 028, which Tachikara acquired in the Purchase and Sale 
Agreement. In or around October 2006 I authorized payment of the second 10-year renewal and 
DLO paid the fee. See attached email from Bonnie Drinkwater of DLO reporting the successful 
renewal of Registration No. 1067737 (EXHIBIT D). Please also see letter dated March 7, 2007, 
in which DLO states, with respect to the next renewal for Registration No. 1067737, due 
between June 2016 and June 2017: "We have calendared this renewal..." (EXHIBIT E). So it is 
clear that, prior to consolidating all of my Intellectual Property Matters with DLO, I was 
advised that DLO calendared as a way to maintain Intellectual Property for which it is 
responsible. 

10. In May 2008, DLO contacted me regarding the payment due for the second 10- 
year renewal of Tachikara's U.S. Trademark Registration No. 1100821 ("TACHIKARA" 

2 



I design) in hsten>;morsa1 Classes 02^ and u.?^. which 1 aehikara acquired so Hit.- Purchase and 
! Sale Agreement. On or around May la, 200S, 1 anihori/ed she second 1 0~year 5 euewai and 
Dl <> paid the ice on my bchaHI See attached M&v 13, 2008. e-mail irom Bureau.* Drinkwater of 
1)! A ) coniu miug the reuewai and s'ating: "Tv*: calendared the ne\t renew al i FXi IIBIT !'}. 

11. On March 2{) f 1 , 1 sent an emad to Bomue Drirskxvater at l>U ) about 
assigning the '602 patent, pursuant to a piov-sion oi ibe 2004 Ptuehase ana Sale Agreement 
(PXHiRITO) Un M:jl?vU24. 201 1 1 reeehed ,i phone c:x)\ frosn Bonnie Orinkwarer sUHmi.' she 
oa2 pa,e v >* a?0 hi., i J\ uk )\d lor j u o n ,v 'he \ t a v>u eoee h.e 

12. < >a March 24. 20-1 L ! immediate [y consulted PLO about reviv ing the '662 
putom. Di O reeommeruk-d ibe assistance of an ou^kk pans, ! was retened to Fineh:-on 
Downs, \ .l C. On Mas 4. 201 U I engaged Fmcham Dov. I 1 C to assist my wnh preparing u 
pet a son to accept delayed payment of the third maintenance tec ibrihe '6o2 patent. 

1 declare that all statement;-! made herein of ray own knowledge are true and lhat all 
statements made on iofonuauon and belief are believed to be true; and further that these 
statements are made with the knowledge that willful &lse statements and the tike so made are 
punishable by tine or imprisonment o. bod\ -uuk" S \ hor 100 oi Ink I s * o; the i»mte<i 
States Code. 



Dated: June if\ 201 1 




Dann Burke, Pres. & CEO 
T ACH1KARA USA. inc. 



EXHIBIT A 



DHINKWA t KH LAW OFFICII 

A Protesskma! Corpora ton 
6490 South McCarran Blvd. 
Builtlity 1.1 Suiie 15 
Reno NY 89509 



Dann Burke 
Tachikara U.S.A., foe. 
958 United Circle 
Sparks, MV S9431 

Re: Eng a g ement Lctier: Tachikara U.S.A., Inc. - intellectual Propeny Mattel 



This letter serves to inform you that this firm is pleased to act as counsel in the ahovs- 
re&reneed .matter and to thank you for selecting us. We have performed a conflict check on our 
system and. no conflict of interest was identified, 

You have ask exi this firm, to assist Tachikara U.S. A,, hie. with intellectual property matters. 

This letter further serves to inform yon what you can expect from us and what I hope we can 
expect tram you during the course of .this representation. 1 will provide legal services in connection 
with Tachikara U.S.. A .., rnc.'s intellectual property matters. We have agreed to a $20O/hour fee, plus 
costs. 

V t .uv'iu dw ti, Ut f v < i \ o> dv-t.vtoc en hxnh rati- a< u e- id u\p xLe* f pou 
market demands in .Mj int u n f one Mould ^e naU * in; -> to v~>n ales \nn 
will be informed in advance, A monthly billing will he sent to you from this firm... The billings will 
contain a detailed statement of services performed including the identity of the person who 
performed the work, the time spent and the hourly rate of that person together with expenses 
incurred. Please do not hesitate to ask any questions that you may have about any item on. any bill 
We will see that you are provided with answers to your questions and that billing errors, if any, are 
corrected immediately. 



Telephone; (??5) 828-0.800 
Fax: {775} 828-0858 



^ Ui 1 * ^ Kl v . . Uifi jiJO.V U i <i 'it. <> \ IK Jf>,C \% i >! )hi „\ 

trt«e send you copies of papers which .involve that matter and ask that you review each- promptly and 
•give your eon'uncnts, if' you have any, as quickly as yon can. 

You retain vhe nghi to terminate our representation in this matter at any time by written 
notice to me. Similarly, we reserve the right to stop representing you in this or any other matter 
should we determine that we do not wis}? to continue. Should either of us terminate the 
,iouii, oi ho ntli aim 1 1 <t ^ . h ^ *c \ou a un duu 

At ah iirnes please fee! tree to ask: any questions of me- about the matters we are handling, 
about the things we may do hi representing yon, or about our bil lings, I find that continued and. open 

i i i i t 1 i 1 i U ) it 1 i H ( J J ^ *> Ui i . d Oi I f - W i '! i *C (. Ut.^ 

representation. This letter is written in that spirit, 

it iIjn K k. jui t'vlv aiw' v oi ( } vjst <h v n i ^ presentation, would you please 
sign the enclosed copy of this letter and return it to me so we both may be sure that we have a correct 
understanding o f our pro ressiooa I relation ship . 



Sincerely, 



0KINKWATER LA W OFFICES 




Bonnie Drink water, Esq. 



Clients Agre emen t to Terms and Coatjjjjon^ 



The fare-going is accepted and correctly states our arrangement. 
Dated this Jib... day o f November, 2002,. 



B ^ - 




Telephone: (775) 828-0800 
Fax: (775) 828-08 58 
bdrinkvvatar.@drjnkwaterlaw.cDm 




NV-W7089-0907 

Wednesday, September 1 9, 2007 



Mr. jobn K. f LUagHer Esq 

Guild, Russell, Gallagher & Firlkr, Ltd. 

100 West Liberty Street 

Suite 800 

P.O. Box 2838 

Reno, Nevada 89505 



Dear John: 

We thank you for your past services. 

Please transfer ail Tachikara files to Drink.watet Law Offices. Their contact Information is: 

Mrs. Bonnie Drinfcwater, Esq. 
Drmfcwater Law OMces 

5421 Kieizke Larse 
Suite 100 

Reno, Nevada 89511 
PR: 828-0800 

Please contact Drmkwater Law Omces and they will arrange to pick-up the Hies. Thank you. 
Wishing you many years of success and good health. 



S incerely Yours, 
TACHIKARA 

Dann Burke 
President /CEO 



ec: Mrs. Borne Dn\-\\a*o\ Bq >,Ks. ferry Mober*} 



TACKSKAEA 

lOOirsfanci Driva 
McCavran. NV 3S4;*s 
(775) 3S2-3500 • FA* 052-35' 8 




TACHIKARA 
8000 West 1 1 0th Street. Suite 1 50 
OveMgrsd Par\. Kg 662 10 23B2 



DRINKWATER LAW OFFICES 



EXHIBIT C 



A PPOFF.SSIOMAL CORPORATION 

649C South McCarran Blvd. 
Building B, Suite !5 
Reno NV 



February S, 2005 



Dami Burke 
Tachikara U.S.A.. Inc. 
958 United Circle 
Sparks. NV 89431 

Re: Recordation 

Dear Darin: 

FncWd is the United States Patent and Tmderaaik Notice ol Rtcordanori lor Patent No 
\v426<>2, rellecui^ the assignment of &e patent Uow TaeJukata Co , i t<] t., 7 adnkai a I S A . 
Inc. 

if von Ua\c <m> questions residing the iccnroauoiu please feel net, to contact me 
Sincerely, 

DRi NK. WATER LAW OFFICES 
Bonnie Drink water, Esq. 

Enclosure 



Telephone (775) 8 260800 
Fax (7 7 5) 82 8-0858 



United states Patent and Trademark. Office 



FEBRUARY 01, 2005 

DRINKWAT8R LAW OFFIC 
BONN IE DRINKWATER 
6490 S. MCCARRAN BLV 
SUITS B-1.5 
RENO, NV 8950.9 



llillll 



* 1028 05 19 4 A* 



UNITED STATES PATENT AN E) TRADEMARK OFFICE 

notice OF RECORDATION of assignment document 

IFI kt&. I O' in Do 'tiMFfJT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
II IF T> 0 rV'Tfcfctl AND TKM LHAP* OFFICE, A COMPLETE MICROFILM COPY IS 
*^i3AbrL *0 THE "S^IONM-M SEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW . 

RLE</*C* P> j.F/7 aLL "NP'RIIATION CONTAINED ON THIS NOTICE. THE 
INFDRNAlEwN OJNT'IKI-h ON THIS RECORDATION NOTICE REFLECTS THE DATA 
FFFSFKT IM THE F-APm 7 ND 1 RADEMARR ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND t-P-JOPC 'R HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 

rOHT&OT TIjl* . Mpr.oUf WHOsr N*ME APPEARS ON THIS NOTICE AT 703-3 08 -9723 . 
P1L7SL M n FEX'UEST FOI t OMf-CTION TO: U.S. PATENT AND TRADEMARK OFFICE, 
A--SEGNMLI DI T Ikjl jXT BO < ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY , 
3TTJTF " ^ -HI N</D D i».c. 20231. 



RE'ORi. Ai„ON DM} 0<i 02/2004 REEL/FRAME: 015629/0245 

NUMBER OF PAGES : 2 

BFIFF ASSXftNt*! N' n or A S 1 i NOR ' S INTEREST (SEE DOCUMENT FOR DETAILS) . 

ASSIGNOR : 

C*'VJ>\K < L.D DOC DATE : 07/01/2004 

ASSIGNEE : 

TACHIKARA U . S . A . , INC . 

j'-s xm~*Et < ir le 

SERIAL NEFlBEk CS n S r 7t " FILING DATE: 12/14/1:994 

FATLY" NUHBER j »"> ISSUE DATE: 08/06/1996 

"ITL^ SFORTS ALL AND I RODU FT ON METHOD THEREOF 



015629/0245 PAGE 2 



DIANE RUSSELE, PARALEGAL 
ASS IGNMSNT BI VI SIGN 
OFFICE OF PUBLIC RECORDS 



Scuecrulo 2.2{a)ii 



08-04-2004 



llllilli 



fijnnFro-lSffis F I 
(Rev. 10/02) ; 
OMB No. 0651-0027 (exp. 6/30/20G5) j Q2S05 194 
Tab selttntjB c» e» c» f T J T_ 



(TJ to sign) 



To the Honorable Commissioner of Patents arcci Trademarks: Ptease record the anached origins! document or c opy thereof. 



1 , Name of conveying party{ies): 
Acldiitonal naroe(s} of conveying paity(Sfifi) attadiod'|^|Yfis 



3. Nature of conveyance: 
jjSO Assignment EZ3 Merger 
fT] Security Agreement [^Change of Name 
fl Other 

Execution Date:. 3u W^X-sS^-SH 



2. Name and address of receiving party( ies} 

Name: .ZTAC^iK^Jj.^ 1 A. T .-LWL... 
Internal Address: 



it Address: M -bo. 



City:.S^^KS. St a te;Mzip--S3H3.1_.. 

Additional name's) & addresses) attached? Q Yes 03 No 



4. Application numbers) or patent Humberts): 
if this document is being filed together with a new application, the execution date of the appiication is 

B. Patent No.(s) ...5 .542 , 662 



Additional nuroters attached? 



5. Name and address of party to whom correspondence 
concerning document should be mailed: 



Namerlbom^ 

i ntemai AddressfD.^. s. H\£kkfO?O^...L&\D. 

Qyyicg^ 



Street Add f e«s:„k4ii0L_&....ffi^AliS^^W 

^^.e ^-vs 



City: 



„5tate.i 



8. Totai number of applications and patents involved: QQ| 
..7....T.otai..iee.{.3.7..CER..3..4.1) -$,™biD , ^.-.Q.Q 



IX} Enclosed 

| j Authorized to be charged to deposit account.. 



8. Deposit account number: 



DO NOT USE THIS SPACE 



Mr , H i r oburcti Ka i boko, Pres.^ ^ 
Hame of Per^n Signing 

i number of pages mdodircg 




\ BSETfiCHE 0000006$ 5548642 



Schedule 2.2{a)i 



ASSIGNMENT OF PATENT 

WHEREAS, Tachikara Co., Ltd , a corporation organized and existing under the taws of 
japan ("Assignor"), owns that certain patent for a sports ball and (balloon bladder) production 
method thereof invented by Keiji Kouzai and Junichi Tanaka and filed in the United Stales 
Patent and Trademark Office on December 14, 1994 and which was assigned Patent Numbei 
5,542.6tv2 {the "Patent"), and 

WHEREAS, Tachikara U.S.A., lac , a Nevada corporation {"Assignee"), has entered 
into that certain Agreement of Purchase and Sale oflntellectual Property and Patent License with 
Assignor in which Assignor has agreed to sell the Patent to Assignee 

NOW. THEREFORE, for valuable consideration, receipt whereof is hereby 
acknowledged. Assignor hereby sells, assigns and transfers to Assignee, its successors and 
assigns, the entire right, title and interest for the United States and elsewhere throughout the 
world (where such rights may exist onto Assignor), in and to said Patent and inventions related 
thereto, including any and all divisions and continuations thereof, all rights of priority under the 
terms of the Internationa! Convention for the Protection of Industrial Property, and any and all 
Letters Patent which may be granted thereon, including any and all renewals, reissues and 
prolongations thereof, with all the rights, powers, privileges, and advantages in any way arising 
fiom or pertaining thereto, for and during the term or terms of any and alt such letters Patent 
when granted, including any and all renewals, reissues and prolongations thereof for the use and 
benefit of said Assignee assigns and legal representatives, in as ample and as beneficial a manner 
for all intents and purposes as said Assignor might or could have held and enjoyed the same had 
this assignment not been made. 

ASSIGNOR: 




Date: _July 1. 2004 



Title: r^uxient: 



--EXHIBIT D IVigeU>f 



Subj. 


^W; Recsjved your Combined Q<?ci«r«tion of ot NSark in Commerce and Apphessfers to? R®m 


W3i Of 




Registrator) oi a tstark uiKlef Section B & B Fo>-m k>? reparation rmmbsr 




Date: 


10/26/2006 10:21:52 AM Padfic Standard Time 




From; 






To. 


Dafa % ;Barhe@soi .corn 




CC: 






Dan?-, 







2017. P!#ase iet me know if you have any questions. Thanks! 



From; ieascc6uspto.gov [maiitotea^u&ptOtgovl 
Sent? Thursday October 28, 2006 10:18 AN 

Msl^oetv \a ^\cs? ^ : ' cor t reo e >c > o. 'Uoo J 1 ' -\ i > o> i \ o s> i 1 j ^.e^-o <-CiC etc d ^» 
under Section 8 & 9 Form for registration number j 0677.37 

We Haw iecdved \ouc ( ombined Secuouf ? md <-* Po> i.vmhou Apphc.nion ^a r<.-giStraih-o nun her bh-<""~V. A 
^ur,niun of }o-u --uhnrVxa; ^ h^;d kvho\ . i*\ou ceu-iUsK-e ysu ii-a.ee an crr/or h: iho h.^«-;.nhv! >o.s 
entered. 1>0 NOT request any changes by e-mail because the TEAS Support Team cannot wake corrections. You 
>n,}} Mr^un .tr.e^ ckv^av H and uco" iec> ;t tunc ree^aho. m me -^sUsh^ pedod bov.e\c. the • 'Npi^ wd! aot 
■emud .01) fees paid as part o; dn\ canvm --uhnis^ou i or ii^ivi kifaoi,-i>>n picar-c eeotae: the >V-1 H\g^o -Jsou 
Oh mo x „ ^ ~ x v c m* |X v 5 ^ \ ! m v vJ ! ( * » y * ' tU\v 1 \ « 

i trukmai: Manual ot Twining rveeukr, m hup ,c.vC u^pi^ ^ tu\ :» loicp b^p hem 



ur^is'm Ano\ R: :>wv 
^bisis^uox inn, \s « t 

MARK; TACHIKARA 

Ihoo^noi i \Cs}ik\K A l. \ ?\C . **t\ : w «t.lot^ of \H*J.cK oJ !>r . \IcC,«t.i*\ \».\.uU- I S^M^o; 

\\ n- ill ;;ood^^ A!\;*.e^ l^tc-J m tu-- o\»m >ig ri ^-^fr,^,- -e tbo ekt^: the 0x^10 ■' >~ orsu^if^ ovo^aKc oosv 
use ibt tills entire class. 

1 he o^rcr ji^jiu -vi 000 u-to : ^hov^ ng iho u ^ os,<d ^5 . oo\re ec 00 01 u. eo^veCv ou ^ 1 a>\> >uvi 50 
ibis class, consisting of afn) digital photographs nfcloihtug items containing the trademark. 

i<><. h.tv.-iXfOiio'ud !^Si~ U." ^ i:i^o^M-o> <^ its .vl.^oc o-nus)ar.i is UMOi; "ho o-saA ^i commode ^^n omh c>>nneeMou 

use for tMs ontire class. 

Tim. owner is subniittmg one specimeB showing the mark as used m commerce on or in conrseetion wiii any item I» 

X ! . \S „ \N ^!>Oi i I >< ph> ^ \0' ^ < >.t '0v\ i ! K> < 1 1 < i- 

A|>p!ieation For Reaewal of Registration of A Mark Usder Sections § & 9 on behalf of the registrant. 



EXH 



Drinkwater. Law offices 

S4Zi KSUITflKE LANS 
SUITE %00 
RuINO, N SIVA DA S9S ! 5 



March 7, 2007 



Dami Burke 
Tachikara U.S.A. 
100 Ireland Drive 
McCarran. NV 89434 

Re: TACHi KARA (Registra tion Ho. 106773?) 
Dear Darin: 

The enclosed Notice of Acceptance/Notice of Acknowledgement was recently 
received from the United Siate.s Patent and Trademark Office. This document is 
confirmation thai the above-referenced registration was m&intaiaed as required by the 
Trademark .Act. 

The mark will need to be renewed again between June 201.6 and June 201 7. W« 
kne calendared this renewal and we suggest that Tachikara U S.A. note the renewal as 
well. 

If you have any questions, please contact me. 

Sincerely, 

DRINKWATER LAW OFFICES 

. ^ , _ / — r\. 
Bonnie Drinkwater, Esq. 

Enclosure 



~ EXHIBIT F 



Page 1 of 



e*a. FW R*eelv*d Your Combined Deekvabon of Use of M&rk so Catnrosfc* ano 5 Application for 
Rooawal of R&g&tration of a Mark under Section 8 & § for registration nomber 1100021 
^ " - - x ^ „ j | j ' k 

; FrorOv fcdr;r:Kwa^r@dr:nKvvati-:r!3w cost; 
To. DanriBurkOigiaoloom 

This the confirms non of the renewal for the T^thiHora <0go in connection with b&ik. Pi«sse keep It For your 
records. fve'caSendarsd ths nextrersewal so 10 years, 

Iks ri n se 



from; srses'.SusDto.gov' rrv-sillte;teas@u&pto.qov'| 
Sent: Tuesday, May 13, 2003 1:58 PM 
To; Bonnse Donkvvoier 

Subject; Received Your Combined Declaration of Use of Mark in Commerce and Application for Renews I or 
Registration of a MarK under Section 8 & 9 for registration number 5 100821 

\Vo h.-\\ ;vcs ^ed >o^r C o^buied Season ^ and 0 I >Cv lammm Apo-I- aeon fov rogk-raoon i uomu- 
the mfonnatkm >on entered DO SOT request am ekm^es bv e-mail because (be fbAS Support 

^ li O t „<. V N i \Ov 0 ^ - 0" f ^ I \ < ' U 0^ t V 

the .sumtan period; h<nvever the I SPTO oil! hoi k shod .an: fVe\ paid ^ pan w ihis enrven* 
submission. For further information, please contact the Post Registration Division at (571 ) 272-9500, 
t a k o sp \ > i s k R<. ovs \ * ,v ' vCm %u < v >{ * V \> o i 
of Examining Procedure, at fittp;//tess2,uspio.gov/b^db.-T.orep/l600.huii 



REGISTRATION NUMB EH: 1 500821 
REGISTRATION DATE: 08/29/ 1 978 

1^ oo > 05 ^ . OOVY* 

The owner, TACffiKARA U.S.A., INC., having an address of 100 Ireland Drive, McCarran, Nevada, 
United States S9434, is filing a Combined Declaration of Use In Corrrmeree & Application. For 

0 v> A\M<V « >i \ \ \ ^ \/o, 5" & ° 

ho*- inmsnahsfom i I -..v- 02f\ n'n- ov\ner. or sis rcicieo ^ ompurx , J? \t * r s me mark m common 

O0^"5 xMiv^O m » iM i v .DO 0„ sC ^s 00 M"0 s ^ K s, O t - 

specific class, and is NOT claiming excusable non-use for any of the goods or services listed In the 
existing registration for this specific class. This entire class is to be deleted from the registration, 

i or lUeuioLonai Class 0"*K iho ou<x > or i* * mi tvd oo mvv\ us jssre ll:e rnavs m e^mmc~- .< oo 
iu eomceOeo o-hh ;$U smods or sen lees listed ; n the uxi^tlog regtstoaiou for mks (.las*- or, tW < % o.5)cr 
is eialrning excirsable rsen-ose for this entire class. 

The owner is submitting one specimen showing the mark as used in commerce on or in connection 
with any item in this class, consisting of a(n) a digital photograph of a volleyball and its packaging 
thai both eomain the trademark. 



Tuesday, May P. ?.t.m AoL; Dann Burke 



... A . # , D , » EXHIBIT G Pa8e1or 

bUDj: Assignment of Patent 

Date: 3/8/201 1 1 1 :55:48 A M. Pacific Daylight: Time 

From; Si£l!liM^^I^:;^5;!B 

Dear Bonnie, 

Please give me a call so we can celebrate on the phone. :) 

Hard to believe It has been almost 7 years since we executed the "Agreement of Purchase and Safe of 
intellectual Property and Patent License" agreement dated July 1, 2004. 

Since we started the Agreement together, i thought you might enjoy helping me take some of the last few 
steps. This Is a wonderful moment that ! struggled and worried about reaching for many years... 

On April i5. 201 1 , we will make our final payment for a total debt payoff of $4,096,685.97. 

Please refer to section 7,3.3 of the July 1, 2004 Agreement (see attached). Once paid a\ fuSi ; we are to gladly 
transfer a patent right to Yuan Chi Overseas Ltd. & Orients! Spirit Ltd, a Taiwan Corporation. 

Please prepare the following for my signature. 

1 ) Assignment of Patent No, 5.542,662 dated April 15, 2011; 

2) Filing of recordation of Assignment with the USPTO. Dated April 15. 2.011 
Please date all paperwork for April 15, 201 1 and send to me (Assignor; for signature 

On April 15, 201 1. let's discuss to he sure final payment is completed Pv me. Then, please submit Assignment 
with the USPTO. 

ill then forward copies to Yuan Chi. 
Here is the necessary information. 

1) Patent No. 5,542,662. 

2) Assignee Yuan Chi Yuan Chi Overseas Ltd, & Oriental Spirit Ltd., a Taiwan Corporation. 

3) Assignee Address: 

Yuan Chi Overseas Ltd. & Oriental Spirit Ltd. 
9F, No. 47, Lane 3, Jihu Road 
Neihu Chili 

Taipei . Ta iwan 114 R .O. C 

Also attached, please find a copy of the original assignment paperwork filed In 2004. 

Thank you for your help. 

Take care, 
Dann 



I ue&da>. May 31,20!! AOL; Dann Burke 



